TH'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1)
was not witten for publication in a law journal and (2) is not
bi ndi ng precedent of the Board.

Paper No. 18

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Appeal No. 95-1183
Application No. 07/991, 693

Before GARRI S, PAK and OWNENS, Adninistrative Patent Judges.

GARRI S, Administrative Patent Judge.

DECI SI ON ON APPEAL

This is a decision on an appeal fromthe final rejection of
claims 1 through 20 which are all of the clains in the

appl i cation.

1 Application for patent filed Decenber 16, 1992.
1
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The subject matter on appeal relates to a process for
separating a desired substance froman aggregate m xture. This
appeal ed subject matter is adequately illustrated by independent
claim1, a copy of which taken fromthe appellant’s Specification
is appended to this decision.

All of the appealed clains stand rejected under the first
and second paragraphs of 35 U S.C. 8§ 112 as the clained invention
is not described in such full, clear, concise and exact terns as
to enable any person skilled in the art to nmake and use the sane,
and/or for failing to particularly point out and distinctly claim
the subject matter which the appellant regards as the invention.

We refer to the Brief and to the Answer for a conplete
exposition of the opposing viewoints expressed by the appell ant

and the exam ner concerning the above noted rejections.

OPI NI ON
For the reasons set forth below, neither of these rejections
can be sust ai ned.

The 8§ 112, Second Par agraph., Rejection

We first consider the examner’'s 8 112, second paragraph,
rejection for the reasons fully detailed in the case of In re

Moore, 439 F.2d 1232, 1235, 169 USPQ 236, 238 (CCPA 1971). For
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the nost part, the exam ner’s indefiniteness position is based
upon her concern that the appeal ed cl ai m|anguage, including the
| anguage “desired substance” in claim1l1, “agent” in claim5 and
“organi ¢ conpound” in claim6, is “unduly broad” (e.g., see pages
5 and 6 of the Answer). It is well settled, however, that

breadth is not indefiniteness. In re Gardner, 427 F.2d 786, 788,

166 USPQ 138, 140 (CCPA 1970). In addition, we discern no | ega

or scientific basis for the examner’s belief that claim7 is

i ndefinite because the conpounds thereof are described by a

common nane rather than by, for exanple, a chem cal structure.
In short, when the claimlanguage is properly read in |ight

of the specification as it would be interpreted by one of

ordinary skill in the art (ln re More, id.), it is clear that

the definiteness and particularity requirenments in the second
paragraph of 8 112 are satisfied. It follows that we cannot
sustain the examner’s 8 112, second paragraph, rejection of
claims 1 through 20.

The 8§ 112, First Paragraph, Rejection

In essence, this rejection is based upon the examner’s
belief that “language is so broad that it causes claimto have a
potential scope of protection beyond that which is justified by

specification disclosure” (Answer, page 5). It has been |ong
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establ i shed that broad | anguage is not offensive to the first
paragraph of 8 112 unless there is reason to doubt the presuned
objective truth of statenents contained in the specification

di scl osure which nust be relied on for enabling support. In re
Mar zocchi, 439 F.2d 220, 223, 169 USPQ 367, 369 (CCPA 1971).

Mor eover, the exam ner’s burden of proof in rejecting clains for
nonenabl enment requires acceptabl e evidence or reasoning which is

i nconsi stent with enabl ement. In re Strahivelitz, 668 F.2d 1229,

1232, 212 USPQ 561, 563 (CCPA 1982).

On this appeal, the exam ner has advanced no evi dence or
reasoni ng whi ch adequately supports her nonenabl enent position.
Instead, it is the examner’s essential argunent that the
appeal ed clains are unjustifiably broad and should be Ilimted to
the appellant’s “preferred enbodi nent” (Answer, page 9). W
cannot agree. To demand that the first to disclose shall |imt
his clains to what he has found will work or to materials which
nmeet the guidelines specified for “preferred” materials in a
process such as the one herein involved would not serve the

constitutional purpose of pronoting progress in the useful arts.

In re Goffe, 542 F.2d 564, 567, 191 USPQ 429, 431 (CCPA 1976).
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Under the circunstances di scussed above, it is clear to us
that the exam ner has failed to carry her burden of establishing

a prima facie case of nonenabl ement and correspondingly that her

8§ 112, first paragraph, rejection of clainms 1 through 20 cannot

be sust ai ned?.

SUVMMARY
In conclusion, it is our determ nation that we cannot
sustain either the 8§ 112, first paragraph, rejection or the
8 112, second paragraph, rejection of the appealed clains for the
reasons set forth above and generally discussed in the case of In

re Johnson, 558 F.2d 1008, 194 USPQ 187 (CCPA 1977).

2 The exam ner’'s comments in the “Response to argunent”
section of her Answer questioning the utility of products
resulting fromthe here claimed process have no di scernible
probative val ue.
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The decision of the exam ner i s reversed.

REVERSED

BRADLEY R GARRI S )
Adm ni strative Patent Judge)
)
)

)
CHUNG K. PAK ) BOARD OF PATENT
Adm ni strative Patent Judge) APPEALS AND

) | NTERFERENCES

)

)
TERRY J. OWNENS
Adm ni strative Patent Judge)
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APPENDI X

1. A process for separating a desired substance from an
aggregate m xture conpri sing

formng a three phase system the first phase conprising the
aggregate m xture, the second phase being liquid and conprising a
transport phase, and the third phase conprising a surface upon
whi ch the desired substance can crystallise, whereby a chem ca
potential exists for crystal growmh of the desired substance in
the third phase of the system thereby creating a flow of the
desired substance fromthe first phase through the second phase
to the third phase, where the desired substance crystallises and
whereby an equilibriumof the activities of the renaining
substances in the aggregate m xture i s maintai ned between the
first and the second phase.



